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Application Papers 
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Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-9 are, drawn to a metallurgical material, classified in class 428, 
subclass 61 5+. 

II. Claims 10-15 are, drawn to a circuit breaker, classified in class 337, 
subclass 14+. 

III. Claims 16-20 are, drawn to a method of utilizing a metallurgical material, 
classified in class 257, subclass 459+. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as mutually exclusive species in an intermediate- 
final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product (MPEP § 806.04(b), 
3rd paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the 
instant case, the intermediate product is deemed to be useful as transistors and the 
inventions are deemed patentably distinct since there is nothing on this record to show 
them to be obvious variants. Should applicant traverse on the ground that the species 
are not patentably distinct, applicant should submit evidence or identify such evidence 
now of record showing the species to be obvious variants or clearly admit on the record 
that this is the case. In either instance, if the examiner finds one of the inventions 
anticipated by the prior art, the evidence or admission may be used in a rejection under 
35 U.S.C. 103(a) of the other invention. 
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Inventions l-ll and III are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the product as 
claimed can be used in a materially different process of using that product as 
transistors. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Groups II or III, restriction for examination 
purposes as indicated is proper. 

During a telephone conversation with Mr. Larry W. Miller on September 12, 2005 
a provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-9. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 10-20 are withdrawn from further consideration by the examiner, 
37 CFR 1 .142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
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remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-9 are rejected under 35 U.S.C. 102(b) as being anticipated by White et 
al. (US 3,755,881). 

White teaches a metallurgical material comprising a metal strip 48 having metal 
fabrication portions 46 and 50 edge welded to the metal strip 48 (col. 1, In. 1-48 and 
figure 4). 

Regarding the limitation that the edge welded components be fabrication pads, 
the edge welded portions 46 and 50 of White would meet the limitation of being a 
fabrication pad. 

Regarding claims 2 and 8, White teaches the metal strip may be a composite 
material having at least two layers 48.2a and 48.1a of dissimilar metal bonded together 
(col. 9, In. 19-43). White also teaches an alternate embodiment wherein a composite 
metal strip comprising at least two layers 46, 48 and 50 of dissimilar metal bonded 
together having metal fabrication portions 112 and 114 edge welded to the composite 
strip (col. 9, In. 43-67 and Figure 10). 
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Regarding claim 3, the second embodiment of White would meet the claim 
limitations wherein the fabrication portions 112 and 114 are monometallic materials 
which are edge welded to the bimetallic composite strip. 

Regarding claim 4, the thickness of the layers are substantially equal (Figure 11). 

Regarding claim 5, the composite materially is thermally active and is adapted to 
provide a predetermined deflection in response to temperature changes (col. 1, In. 1- 
22). 

Regarding claim 6, fabrication portions are welded onto opposing sides of the 
strip in both embodiments of White (figures 10 and 11). 

Regarding claim 7, the fabrication portions of White could also be considered 
contact members and would be just as operable to make and electrical contact with a 
source of current such as is claimed. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Hickling (US 
4,682,141). 

Hickling teaches a metallurgical material comprising an active metal strip 30 
having a metal fabrication portion 32 edge welded thereto (col. 5, In. 34-58 and figure 
2). 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Mickelson et 
al. (US 5,864,266). 
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Mickelson teaches a metallurgical material comprising an active composite strip 
36 having a metal fabrication portion 56 edge welded thereto (col. 5, In. 3-23 and figure 
7). 

Claim Rejections - 35 USC § 102 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-4 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over White et al. (US 3,755,881 ). 

White teaches what is set forth above however it is silent to some of the claim 
limitations. 

Regarding claims 3 and 4, White teaches a metal strip comprising at least two 
layers 46, 48 and 50 of dissimilar metal bonded together having monometallic metal 
fabrication portions 112 and 114 edge welded to the composite strip which serve as 
support material which reduces the amount of the more expensive layers 46, 48 and 50 
required (col. 9, In. 43-67 and Figure 10). White also teaches that bimetal materials 
46a, 48a, and 50a may be used in forming the composite strip (col. 9, In. 19-43 and 
Figure 10). 

White is silent to edge welding fabrication portions of monometallic material edge 
to a composite bimetal materials. However, it would have been obvious to one of 
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ordinary skill in the art to have used edge bonded some of the monometallic support 
materials 112 and 114 in the bimetal composite strip of White in order to form a bimetal 
composite at a lower cost. 

Regarding claim 9, although White teaches that multiple layers of differing 
materials may be bonded together, it is silent to the composite strip material comprising 
at least three layers of dissimilar metal bonded together. However, it would have been 
obvious to one of ordinary skill in the art to recognize that if bimetal materials were 
suitable for use in the composite of White that trimetal materials could be employed in 
the composite as well with a reasonable expectation of success. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason L. Savage whose telephone number is 571-272- 
1542. The examiner can normally be reached on M-F 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah Jones can be reached on 571-272-1535. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Jason Savage 
9-30-05 




